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R E M A R 

Careful review and examination of tha subject application 
are noted and appreciated. 

The present invention concerns a data controller that may 
be couplable to a host and coupled to a storage medium, 
microprocessor, local storage and a buffer memory. The data 
controller generally comprises a command queuing engine that 
creates a plurality of threads of sequential commands that exist 
simultaneously while minimizing interrupts associated to the 
commands . 

CLAIM RE JECTIONS UNDER 3S TT.Q.n tpno 
The rejection of claims 21, 22, and 26 under 35 U.S.c. 
§102 (c) as being anticipated by Krakirian '803 is respectfully 
traversed and should be withdrawn. 

Krakirian discloses a system for storing initiator, queue 
tag, and logical block information, disconnecting from target if 
command is not auto transfer, reconnecting and performing data 
transfer (Title) . Krakirian does not appear to disclose or suggest 
every olement as arranged in the claims. As such, Krakirian cannot 
anticipate the claimed invention and the rejection should be 
withdrawn. 

Pending claim 21 provides a data controller that 
minimizes interrupts to a processor by reordering a plurality of 



5 

Received from < 5864980673 > at 7125/02 2:42:34 PM [Eastern Daylight Time] 



JUL-25-2002 THU 02:29 PM CHRISTOPHER MAIORANA, PC FAX NO. ^G84980673 



^4 



commands received from a host computer. In contrast, page 3, item 
5, lines 8-9 of the Office Action states, "However, Krakirian does 
not explicitly disclose the data controller minimizes interrupts to 
the processor by the reordering." (Emphasis added) The Office 
Action concedes that Krakirian does not disclose every element as 
arranged in claim 21. As such, the present invention is fully 
patentable over the cited reference and the rejection should be 
withdrawn. 

Pending claim 26 provide a data controller that creates 
threads (plural) of a plurality of commands. Despite the citations 
provided in the office Action, Krakirian does not appear to 
disclose or suggest the claimed invention. in particular, the 
Office Action cites column 15, lines 27-29 of Krakirian as 
disclosing a creation of threads. The cited text of Krakirian 
reads, "Multiple commands are therefore "queued" in the target 
provided that no two outstanding commands received from a single 
initiator have the same queue ID tag." Column 15, lines 27-29 of 
Krakirian disclose a queue. The cited text and the remaining text 
of Krakirian appears to be silent regarding the queue holding 
several threads of commands. One does not anticipate plural, 
therefore Krakirian does not appear to disclose or suggest creating 
threads of a plurality of commands as presently claimed. 

Furthermore, the pending claim 26 (old claim 4) was 
already rejected once under 35 u.S.C. §102 (e) as being anticipated 



6 

Received from < 5864980673 > at 7/25/02 2:42:i4 PM [Eastern DayOght Time] 



JUL-25-2002 THU 02:30 PM^CHRISTOPHER MAIORANA, PC FAX NO. ^564980673 P. 



^4 



by Krakirian in the December 15, 2000 Office Action. The §102 (e) 
rejection over Krakirian was apparently overcome by the February 
28, 2001 Amendment to old claim 4 as tho subsequent May 16, 2001 
Office Action changed the rejection from §102 (e) Krakirian to 
§103 (a) Ellis in view of Krakirian. Assuming, arguendo, that 
Krakirian is good §102 (e) prior art (for which Applicants' 
representative does not necessarily agree) , the §102 (e) Krakirian 
should have been maintained in the May IS, 2001 Office Action as 
the best prior art, but was not. since the May 16, 2001 Office 
Action effectively conceded that the claim 4 (now claim 26) was not 
anticipated by Krakirian, then the pending claim 26 still cannot be 
anticipated by Krakirain. As such, the present invention is fully 
patentable over the cited reference and the rejection should be 
wi thdrawn . 



CLAIM REJ ECTIONS nwmgp 3 5 P. fl.c. S 103 
The rejection of claim 3 under 35 U.S.C. §103 (a) as being 
unpatentable over Krakirian >803 in view of Jones et al. « 6 4l 
(hereafter Jones) is respectfully traversed and should be 
withdrawn. 

The rejection of claims 16-20 under 35 u.S.c. §103 (a) as 
being unpatentable over Krakirian '803 in view of Jones >64i and 
Bean et al . * 6 26 (hereafter Bean) is respectfully traversed and 
should be withdrawn, 
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The rejection of claims 23-35 under 35 U.S.C. 8103(a)' as 
being unpatentable over Krakirian '803 in view of Bean et al . '626 
is respectfully traversed and should be withdrawn. 

Krakirian teaches a system for storing initiator, queue 
tag, and logical block information, disconnecting from target if 
command is not auto transfer, reconnecting and performing data 
transfer (Title) . Jones teaches a system for scheduling read ahead 
operations if new request is withing a proximity of N last read 
requests wherein N is dependent on independent activities (Title) . 
Bean teaches an apparatus and method for controlling digital data 
processing system employing multiple processors (Title) . 

Claim 3 provides creation of a plurality of threads of 
sequential commands that exist simultaneously. in contrast, Page 
4, item 7, lines 7-8 of the Office Action states, "However, 
Krakirian does not explicitly disclose the plurality of threads of 
sequential commands exist simultaneously." (Emphasis added.) The 
Office Action cites column 50, lines 50-60 and column 53, linos 
1-63 of Jones as teaching creation of a plurality of threads of 
sequential commands that exist simultaneously. Column 50, lines 
50-60 of Jones reads; 

Read/Write Combining 
Wien multiple sequential read or write requests exist on 
the drive queue, DDA will combine those requests into 
single large requests to enhance performance. This is 
especially effective for small writes on guarded arrays 

11 StctSt °* CCUrS ' rec ^ ests are ^combined and run 

eZ f i, f lm P^fy «ror handling. In the following 
example, multiple, sequential disk reads are enqueued 
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The composite drive type is unimportant, but the maximum 
transfer size of the composite dick is 12 0. (Emphasis 
added) 

Column 50, lines 50-60 of Jones appears to teach combining multiple 
requests into a single request. Creating a single request does not 
teach or suggest creating multiple threads of commands as presently 
claimed . 

Column 53, lines 1-63 of Jones provides several snapshots, 
of a queue during a guarded write process. However, column 40, 
lines 21-23 of Jones reads, «i n the following descriptions of 
fragment operations, snapshots of the request queue for each stage 
in the process will be provided." Jones teaches a request queue. 
The cited text and the remaining text of Jones do not appear to 
teach or suggest that the request queue holds a plurality of 
threads of sequential commands that exist simultaneously ag 
presently claimed. As such, the claimed invention is fully 
patentable over the cited references and the rejection should be 
withdrawn. 

Assuming, arguendo, that Jones teaches creating a 
plurality of threads of sequential commands that exist 
simultaneously (for which Applicant's representative does not 
necessarily agree) , then the Office Action still fails to make a 
prima facie case for obviousness to combine the teachings of 
Krakirian with Jones. In particular, the Court of Appeals for the 
Federal Circuit has indicated that the requirement for showing the 
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teaching of motivation to combine references is "rigorous" (Jn_re 
Anit a nembiczak and Benson Zlnhai-g, 50 U.S.P.Q. 2d 1614 (Fed. Cir. 
1999)) . Moreover, this showing, which is rigorously required, must 
be "clear and particular" ( Pembicgak at 1617) , it is well 
established that merely because references can be combined, the 
mere suitability for logical combination does not provide 
motivation for the combination (See, Bo rghauser v. Darm r rrmr- _ 
£afc&,_, 204 U.S.P.Q. 398 (DCDC 1979); A CS Hospital Sv.hnm . . „ 
Mon tefiore Hospital , 221 U.S.P.Q. 929 (Fed. Cir. 1984)). Moreover, 
more conclusory statements supporting the proposed combination, 
standing alone are not "evidence" (McE lmurry v. Ar±ai!a3.q_P2Sax-& 

Liaht Co_ 27 U.S.P.Q. 2d 1129, 1131 (Fed. Cir. 1993)), 

Furthermore, ACS Hospital flyBremc, indicates that an Examiner may 
not use the patent application as a basis for the motivation Lo 
combine or modify the prior art to arrive at the claimed invention. 

The Office Action fails to provide clear and particular 
motivation to combine Krakirian and Jones. Page 5, lines 1-2 of 
the Office Action argues motivation to "increase flexibility in 
handling multiple SCSI commands of Krakirian' s [col. is, lines 
14-17] such a conclusory statement is not clear and particular 
evidence. column 15, lines 27-29 of Krakirian already teaches 
handling of multiple commands through a queue. The Office Action 
provides no evidence why one of ordinary skill in the art would 
seek Jones to increase the queuing flexibility already taught by 
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Krakirian. The Office Action also provides no evidence that tho 
teachings of Jones would in fact increase the queuing flexibility 
of the Krakirian invention. 

Furthermore, the United States patent laws allow 
improvements to existing inventions to be patented. Therefore, a 
desire to improve an invention alone is not sufficient motivation 
to make a combination obvious. As such r the Office Action has 
failed to make a prima facie case of obviousness to combine 
Krakirian and Jones and thus the rejection should be withdrawn. 

Claims 16-20 depended either directly or indirectly from 
independent claim 3, which is believed to be allowable. The Office 
Action does not provide any evidence that Bean fixes the 
deficiencies of Krakirian and Jones in regards to claim 3 as argued 
above. As such, the presently pending invention is fully 
patentable over the cited references and the rejection should be 
withdrawn. 

Furthermore, the Examiner has failed to make a prima 
facie case of obviousness to combine Krakirian, Jones, and Bean. 
Page 6, lines 2-3 of the office Action argues motivation to 
"increase efficiency of the Krakirian and Jones et al's 
microprocessor." Such a conclusory statement is not clear and 
particular evidence. The Office Action provides no evidence of how 
the teachings of Bean would increase efficiency of the Krakirian or 
Jones microprocessors. The Office Action provides no evidence of 
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why an increase in efficiency over that taught by Krakirian would 
be sought by one of ordinary skill in the art. 

Furthermore, the United states patent laws allow 
improvements to existing inventions to be patented. Therefore, a 
desire to improve an invention alone is not sufficient motivation 
to make a combination obvious. As such, the Office Action ha 
failed to make a prima facie case of obviousness to combi 
Krakirian, Jones, and Bean and thus the rejection should be 
withdrawn. 

Claims 23-25 depended either directly or indirectly from 
independent claim 21, which is believed to be allowable. The 
Office Action does not provide any evidence that Bean fixes the 
deficiencies of Krakirian in regards to claim 21 as argued above. 
As such, the presently pending invention is fully patentable over 
the cited references and the rejection should be withdrawn. 

Furthermore, the Examiner has failed to make a prima 
facie ease of obviousness to combine Krakirian and Bean. Page 6, 
item 9, line 10 of the Office Action argues motivation to "increase 
efficiency of the Krakirian' s microprocessor." Such a conclusory 
abatement is not clear and particular evidence. The Office Action 
provides no evidence of how the teachings of Bean would increase 
efficiency of the Krakirian microprocessor. The Office Action 
provides no evidence of why an increase in efficiency over that 
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taught by Krakirian would be sought by one of ordinary skill in the 
art. 



ow 



Furthermore, the United States patent laws all 
improvemenbs to existing inventions to be patented. Therefore, a 
desire to improve an invention alone is not sufficient motivation 
to make a combination obvious. As such, the Office Action has 
failed to make a prima facie case of obviousness to combine 
Krakirian and Bean and thus the rejection should be withdrawn. 

AMERICAN INVENTOR S VHni'Vir^r^ ^j^j^j r^ 
Applicants' representative respectfully traverses the 
assertion in item 4 on page 2 of the Office Action that the 
American Inventors Protection Act of 1939 (AIPA) does not apply to 
the examination of the pending application. The pending 
application is a CPA filed on December 13, 2001. December 13, 2001 
is after the November 29, 2000 effective date for Lhe AIPA. As 
such, the AIPA applies to the present application. 

FINALITY OF THR nppTfip flTTON 
Applicant's representative respectfully requests 
reconsideration of the finality of the June 18, 2002 Office Action. 
M.P.K.P. §706. 07(a) states: 

Under present practice, second or any subsequent action 
on the merits shall be final, except where the examiner 
introduces a new ground of rejection that is neither 
necessitated by applicant's amendment of the claims nor 
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based on information submitted in an information 
disclosure statement filed during the period set forth in 
37 CFR 1.97(c) with the fee set forth in 37 CPR 1.17(d) 
(Emphasis added) ^ " 

Furthermore, 37 C.P.R. §l.l04(b) states: 

(b) .Completeness of examiner's action. The examiner's 
action will be complete as to all matters, except that jn 
appropriate circumstances, such as misjoinder of 
invention, fundamental defects in the application, and 
the like, the action of the examiner may be limited to 
such matters of form need not bo raised by the examiner 
until a claim is found allowable. (Emphasis added) 

The Office Action provides new grounds of rejection that wore 

neither necessitated by amendment of the claims nor based on an 

information disclosure statement. The new grounds of rejection 

should have been made in earlier Office Action, but were not. As 

such, the final rejections are premature and should be withdrawn. 

Pending claims 21, 22, and 26 are the same as earlier 

claims 2, 12, and 4, respectively. Claims 2, 12, and 4 were 

cancelled by the November 16, 2001 Amendment After Pinal (claims 2 

and 12) and the May 16, 2001 Amendment (claim 4) in the interest of 

furthering prosecution then reintroduced as claims 21, 22, and 26 

in the March 15, 2002 amendment after filing a CPA. Therefore, the 

rejection of claims 21(2), 22(12), and 26(4) under 35 U.S.C. 

§102 (e) as being anticipated by Krakirian should have been mado in 

bhe September 24, 2001 Office Action for claims 2 and 12 and the 

^y 16, 2001 Office Action for claim 4, but was not. Krakirian was 

known to the Examiner at the times that the May 16, 2001 and the 
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September 24, 2001 office Actions were written. Therefore, the 
first occurrence of the 35 u.S.c. §102 (e) rejection of claims 21, 
22 and 26 as being anticipated by Krakirian should not be a final 
rejection. 

Pending claim 3 has not been amended since the February 
8, 2002 Office Action. Therefore, the rejection of claim 3 under 
35 U.S.C. §103 (a) as being unpatentable over Krakirian in view of 
Jones should have been made during the February 8, 2002 Office 
Action, but was not. Both Krakirian and Jones were known to the 
Examiner at the time the February 8, 2002 office Action was 
written. Therefore, the first occurrence of the 35 U.S.C. §103 (a)' 
rejection of claim 3 as obvious over Krakirian in view of Jones 
should not be a final rejection. 

Pending claims 16-2 0 have never been amended. Therefore, 
the rejection of claims 16-20 under 35 U.S.C. §103 (a) as being 
unpatentable over Krakirian in view of Jones and Bean should have 
been made before or in the February 8, 2002 Office Action, but was 
not. The Krakirian, Jones, and Bean references were known to the 
Examiner at the time the February 8, 2002 Office Action was 
written. Therefore, the first occurrence of the 35 U.S.C. §103 (a) 
rejection of claims 16-20 as being unpatentable over Krakirian in 
view of Jones and Bean should not be a final rejection. 

Pending claims 23-25 are the same as claims 13-15, 
respectively, claims 13-15 were cancelled by the November 16, 2001 
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Amendment After Final in the interest of furthering prosecution 
then reintroduced as claims 23-25 in the March 15, 2002 amendment 
after filing the CPA, Therefore, the rejection of claims 23(13), 
24(14), and 25(15) under 35 D.S.C. §103 (a) as being unpatentable 
over Krakirian in view of Bean should have been made in the 
September 24, 2001 Office Action, but was not. Krakirian and Dean 
were known to the Examiner at the times that the May 16, 2001 and 
the September 24, 2001 Office Actions were written. Therefore, the 
first occurrence of the 35 U.s.C. §103 (a) rejection of claims 23-25 
as being unpatentable over Krakirian in view of Bean should not he 
a final rejection. 

Accordingly, the present application is in condition for 
allowance. Early and favorable action by the Examiner is 
respectfully solicited. 

The Examiner is respectfully invited to call the 
Applicants' representative at 586-498-0670 should it be deemed 
beneficial to further advance prosecution of the application. 
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If any additional fees are due, please charge our office 
Account No. 12-2252, 

Respectfully submitted, 
"^RISTOPHER P. MAIORANA, P.C. 




Christop 
Registra 



Maiorana 
No. 42/829 



Dated: Jujj^5 fct _^02 



c/o Peter Scott 

Intellectual Property Law Department 
LSI Logic Corporation 
M/S D-106 

1551 McCarthy Boulevard 
Milpitas, CA 95035 



pocket No.: 98-179/lC / 1496.00065 
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